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DETAILED ACTION 



Status of the Claims 

1. This action is in response to papers filed 20 January 2004 in which claims 1 and 20 
were amended and claims 2-3 and 21-28 were canceled. All of the amendments have been 
thoroughly reviewed and entered. 

The previous rejections in the Office Action dated 17 November 2003 are withdrawn in 
view of the amendments and Applicant's remarks on page 5 of the response regarding "non- 
protein molecule". New grounds for rejection are discussed. 

The examiner for this application has changed. Please address future correspondence 
to BJ Forman, Art Unit: 1634. 

Claims 1 and 4-20 are under prosecution. 



Claim Rejections • 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a 
printed publication in this or a foreign country, before the invention thereof by the applicant for a 
patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent 
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or (2) a patent granted on an application for patent by another filed in the United States 
before the invention by the applicant for patent, except that an international application 
filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the 
English language. 



3. The claims are drawn to a system comprising a reaction vessel and a detector. The 
reaction vessel having at least first and second intersecting microfluidic channels, a window 
providing optical access to at least one channel, and within at least the first channel, a cell 
suspension comprising cells having a first component of a binding reaction and a labeled 
second component of the binding reaction. 

The claims are interpreted as a system requiring the presence of the cell suspension 
within at least the first channel, and further requiring the presence of first and second 
components of a binding reaction. The claims are further interpreted as encompassing the 
second component of the binding reaction as being within the reaction vessel, within the 
channel or within the cell suspension or within the cells. 

The specification broadly defines the claimed "intersecting microfluidic channels" at 
page 17, lines 11-16 as follows: 

Accordingly, the microfluidic devices or systems prepared in accordance with the 
present invention typically include at least one microscale channel, usually at least two 
intersecting microscale channels, and often, three or more intersecting channels 
disposed within a single body structure. Channel intersections may exist in a number of 
formats, including cross intersections, "T" intersections, or any number of other 
structures whereby two channels are in fluid communication. 

Hence, the claimed intersecting microfluidic channels encompass any number of other 
structures whereby two microfluidic channels are in fluid communication. 
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4. Claims 1, 4 and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by Wilding 
et al (U.S. Patent No. 5,486,335, issued 23 January 1996). 

Regarding Claim 1, Wilding et al disclose a system comprising a reaction vessel and a 
detector. The reaction vessel having at least first and second intersecting microfluidic 
channels, a window providing optical access to at least one channel, and within at least the 
first channel, a cell suspension comprising cells having a first component of a binding reaction 
and a second component of the binding reaction the second component (i.e. immobilized 
antibody) having a fluorescent labeled lectin "associated therewith" (Column 6, lines 25-46; 
Column 8, liens 10-29; Example 3: Column 11, lines 40-55 and Fig, 9-13). 

Regarding Claim 4, Wilding et al disclose the system wherein the second component 
comprises a binding fragment that is capable of binding the first component i.e. immobilized 
antibody (Example 3: Column 11, lines 40-55). 

Regarding Claim 19, Wilding et al disclose the system wherein the cells are mammalian 
(Example 3: Column 11, lines 40-55). 



5. Claims 1, 4 are rejected under 35 U.S.C. 102(a) and (e) as being anticipated by Parce et 
al (U.S. Patent No. 5,942,443, issued 24 August 1999). 

The applied reference has a common inventor with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1. 132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 
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Regarding Cleum 1, Parce et al disclose a system comprising a reaction vessel and a 
detector. The reaction vessel having at least first and second intersecting microfluidic 
channels, a window providing optical access to at least one channel, and within at least the 
first channel, a cell suspension comprising cells having a first component of a binding reaction 
and a second component of the binding reaction the second component (i.e. test compound) 
having a fluorescent labeled "associated therewith'' (Column 7, line 40-Column 8, line 57 and 
Claim 7) 

Regarding Claim 4, Parce et al disclose the system wherein the second component 
comprises a binding fragment that is capable of binding the first component (Column 4, line 
58-67 and Column 6, line 60-Column 7, line 2). 



6. Claims 1, 4 and 19 are rejected under 35 U.S.C. 102(e) as being anticipated by Nelson 
et al (U.S. Patent No. 6,074,827, filed 5 February 1998). 

Regarding Claim 1 , Nelson et al disclose a system comprising a reaction vessel and a 
detector. The reaction vessel having at least first and second intersecting microfluidic 
channels, a window providing optical access to at least one channel, and within at least the 
first channel, a cell suspension comprising cells having a first component of a binding reaction 
and a second component of the binding reaction the second component having a fluorescent 
labeled "associated therewith" (Column 10, lines 35-47; Column 20, line 58-Column 22, line 
52; Column 23, line 46-Column 24; and Fig. 27). 

Regarding Claim 4, Nelson et al disclose the system wherein the second component 
comprises a binding fragment that is capable of binding the first component i.e. immobilized 
antibody (Column 21, lines 25-49). 
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Regarding Claim 19, Nelson et al disclose the system wherein the cells are mammalian 
(Column 26, line 45-Column 27, line 9), 



Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

8. Claims 5-18 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nelson et al (U.S. Patent No. 6,074,827, filed 5 February 1998). 

Regarding Claim 5-18 and 20, Nelson et al disclose a system comprising a reaction 
vessel and a detector. The reaction vessel having at least first and second intersecting 
microfluidic channels, a window providing optical access to at least one channel, and within at 
least the first channel, a cell suspension comprising cells having a first component of a binding 
reaction and a second component of the binding reaction the second component having a 
fluorescent labeled "associated therewith" (Column 10, lines 35-47; Column 20, line 58- 
Column 22, line 52; Column 23, line 46-Column 24; and Fig. 27). 

Furthermore, Nelson et al teach their system comprises detection of various cells 
and/or cell components within the microfluidic channel e.g. nucleic acids, oligonucleotides, 
proteins, peptides, lipids and etc. (Column 26, line 45-Column 27, line 9) but they do not 
specifically teach the first and second binding partners recited in Claims 5-18 and 20. 
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However, the cellular components taught by Nelson are genus of the instantly claimed species 
which clearly suggests the claimed species. 

It would have been obvious to one of ordinary skill in the art at the time the claimed 
invention was made to apply the genus teaching of Nelson et al and to provide their system 
with the instantly claimed species based on the suggestion to do so of Nelson et al (Abstract). 



9. Claims 5-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Parce et al 
(U.S. Patent No. 5,942,443, issued 24 August 1999). 

Regarding Claims 5-20, Parce et al disclose a system comprising a reaction vessel and 
a detector. The reaction vessel having at least first and second intersecting microfluidic 
channels, a window providing optical access to at least one channel, and within at least the 
first channel, a cell suspension comprising cells having a first component of a binding reaction 
and a second component of the binding reaction the second component (i.e. test compound) 
having a fluorescent labeled "associated therewith'' (Column 7, line 40-Column 8, line 57 and 
Claim 7). 

Parce et al further teach the test compound comprises peptides, proteins, nucleic acids, 
small organic and small inorganic molecules (Column 4, line 58-67 and Column 6, line 60- 
Column 7, line 2) whereby biological interactions are analysis e.g. cellular signaling, transport 
reactions involving cells, cellular viability and in vivo effectors (Column 4, lines 40-67). This 
teaching clearly suggests the instantly claimed binding partners of less than 50 amino acids 
(peptides), carbohydrates, lipids, cAMP (effectors), nuclei acid binding protein-nucleic acid 
probe (nucleic acids), translocation functionality (transport reactions) and signaling pathway 
(cellular signaling) but they do not specifically teach the first and second binding partners 
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recited in Claims 5-18 and 20. However, the cellular components taught by Parce are genus 
of the instantly claimed species which clearly suggests the claimed species. 

It would have been obvious to one of ordinary skill in the art at the time the claimed 
invention was made to apply the genus teaching of Parce et al and to provide their system with 
the instantly claimed species based on the suggestion to do so of Parce et al (Abstractly 



10. No claim is allowed. 

11. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BJ Forman whose telephone number is (571) 272-0741. The 
examiner can normally be reached on 6:00 TO 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on (571) 272-0782. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



BJ FoiWan, Ph.D. 
Primary Examiner 
Art Unit: 1634 
April 1, 2004 




